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INTRODUCTION




My Argument

The Unified Patent Court system is likely to

(over time) change the substantive law of
patents through the interplay between the
lower and appellate courts.
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Patent Appeals in the United Stafes

US Supreme Court

Impacts substantive law

Federal Circuit

US District Courts




Nonobviousness
Requirement (§103)

Creation of “teaching or
suggestion” (legal) rule.

“facts” to “law” allows
easier review ability

A Few Examples

The Doctrine of
Equivalents

Development/expansion of
“legal limitations” on DOE

“legal limitations” have
essentially swallowed the
doctrine

Disclosure
Requirements (§112)

creation of new ‘written
description’ requirement

“facts” to “law” allows
easier review ability

Claim Construction

“de novo” review of patent
scope

“facts” to “law” allows
easier review ability




Aside: “Facts,” “Law,” and Appellate Review

“Facts” found by District Courts are given deferential review. (‘Clear Error’)

“Law” analyzed by District Courts is not given deference. (‘De Novo')

But there is no universal understanding of what is “fact” and what is “law”.

These categories can be (and are) adjusted (manipulated) by the appellate courts.

( The UPC Convention makes clear that this distinction is in play. )
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THE CLAIM CONSTRUCTION CASE STUDY




For Nearly Two Decades: The Markman-Cybor Framework
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The Markman-Cybor Framework
Was Built on The Uniformity Thesis

The Uniformity Thesis:

Allowing judges fo review claim construction more
rigorously will result in the development of more
uniform jurisprudence.







The Jurisprudence Was not Uniform!

Holistic For most of the
35% Markman-Cybor
years, the results
Procedural were deeply split at

S the Federal Circuit.




The Jurisprudence Was not Uniform!

District Court claim construction Analyses were reversed
exceptionally high rates (20%-50%).

p!




The Jurisprudence Was not Uniform!

This split largely
mapped onto
individual judges.

So which three-judge panel you
drew would often determine your
result.
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District Courts Responded

First etfort was interlocutory appeals.
[ Single-issue appeals, case stayed |

These were rejected by the Federal Circuit

District Courts responded by granting summary
judgment at very high rates.




Impact on the Substantive Law

Claim Construction dominated every case.

Less attention paid to validity issues.
Even infringement questions became subsumed into claim construction.

Very high rates of appeals in patent cases. High costs, long delays.




The interplay between the inherent difficulty of claim construction, the split in
approaches at the Federal Circuit, and the intra-court struggles yielded a deeply
unsatisfactory situation.

As a result, many patent practitioners have developed a specialized tool for
predicting claim construction.







3
THE NEXT ROUND: POST-TEVA v SANDOZ (2015)




US Supreme Court

Federal Circuit

US District Courts




IER TERM

Syllabus

Tumber =

JRT OF THE UNITED STATES

In Teva, Supreme Court ruled

Syllabus

The Federal Circuit must give (a little) deference
to District Court claim construction.

Deference is accorded along the traditional fact/
law distinction.

The line between fact and law is extrinsic to the
patent (fact) or intrinsic to the patent (law).




o i syllabus i
: R i e
UPREME COURT OF THE UNITED STATE W h y RO U n d 3

Alnbus

EUTICALS U

INC

NDOZ, INC., ET AL.

"
e weight of

)
all

Teva's analysis will have near-zero impact on results;
almost all the time de novo review will apply.

Teva seems likely to change incentives for all the parties
involved, which will change the way we do claim
construciton.



The Incentives on Claim Construction Analysis

Party A (winner) Party B (loser) District Court Federal Circuit

maximize possibilities for insulate decision from

maximize flexibility
change on appeal reversal

insulate the win on appeal

deference de novo deference de novo




drive decision towards fact-
finding (experts, dictionaries,
ordinary meaning)

Incentives on Claim Construction
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maximize possibilities for
change on appeal

de novo

drive decision towards law
(language in context)
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insulate decision from reversal

deference

drive decision towards fact-
finding (experts, dictionaries,
ordinary meaning)

maximize flexibility

de novo

characterize decision as legal




Incentives on Claim Construction

Party A (winner) Party B (loser) District Court Federal Circuit

maximize possibilities for
insulate the win on appeal change on appeal insulate decision from reversal maximize flexibility

deference de novo deference de novo

drive decision towards fact-
finding (experts, dictionaries, ~characterize decision as legal
ordinary meaning)

drive decision towards fact-
finding (experts, dictionaries,
ordinary meaning)

drive decision towards law
(language in context)

Role unknown at time of argument development. Role Known Constrained by Opinion




Federal Circuit will return (over
time) to Vitronics-style policing
of intrinsic/extrinsic line.

District Courts will evaluate
claims accordingly. Evidentiary

(Teva) hearings?

Litigants will press towards
“factual” components of claim
construction.




Why Litigants want Factual Claim Construction

District Courts will want (demand!?) it
Parties’ Confidence in their Case Drives Facts over Law (Extrinsic)

Even Factual Claim Construction Offers Plenty of Options on Appeal




More Factual Claim Construction Changes the Law

Anchors claim meaning info wider context of the technology, language.
Use of objective sources narrows range of disputes over meaning.
Allows for better understanding of claims absent years of lifigation.

Generates good incentives for patent drafting, USPTO examination.




... caveats ...

The Preceding Assumes Adherence to Spirit of Teva

Will Vitronics return with a vengeance and send us back?




... fo be continued ...
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