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Introduction
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Statistics 2014
Introduction
1.8% Maintenance of patent as granted

23.2% Maintenance of
patent in
amended form

Appeal dismissed 39.4%

22.0% Revocation of patent

Resumption of
opposition proceedings 13.6%

Technical boards of appeal - inter partes appeals
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Proceedings before the boards of appeal

e Appeal proceedings are separate and independent from
grant/opposition proceedings

e Principal function: give a judicial decision upon the correctness
of the earlier decision taken by the examining/opposition
division

e Appeal proceedings are not confined to a judicial review but

also involve the examination of the procedural and
patentability requirements in the preceding proceedings

e However, the boards of appeal are not going to repeat
everything
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Independence of the boards of appeal

e |n their decisions, board members are not bound by any

Instructions and have to comply only with the provisions of the
European Patent Convention Art. 23(3) EPC

R 19/12, R 2/14, R 8/13
e Judicial nature of the boards

— The boards are courts: confirmed by the Patents Court of
the UK, the German BGH and the German Constitutional
Court (however, new case presently pending)

— Legitimacy of proceedings before the boards: recognised by
the European Court of Human Rights

— Decision of the CJEU not binding on the boards R 1/10
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Appeal - Legal framework in the European
Patent Convention

e Art. 108 EPC: File notice of appeal + pay appeal fee
+ file grounds of appeal

e Art. 107 EPC: Only a party to proceedings who is adversely
affected by the decision may file an appeal

e Art. 110 EPC: Examination of appeals
e Art. 111 EPC: Decision in respect of appeals

e Procedural details in Rules 99-103 EPC
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Rules of Procedure of the Boards of Appeal

e The Rules of Procedure of the Boards of Appeal (RPBA) place
the admission of late requests at the boards' discretion
e The parties are responsible to submit:
— Facts (e.g. an anticipatory document)
— Evidence (e.g. experimental proof)
— Requests (e.g. new set of claims) or
— Arguments
as early and completely as possible

e Reason = expedite proceedings + principle of fairness towards
the other parties
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Rules of Procedure - Complete case

e Article 12(2) RPBA

The statement of grounds of appeal (appellant) and the reply
(respondent) shall contain a party's complete case

e Article 12(4) RPBA

The board can hold inadmissible facts, evidence or requests
which

—could have been presented, or
—were not admitted
In the first instance proceedings
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Rules of Procedure - Late filings

e Article 13(1) RPBA

The board has discretion not to admit any amendment to
a party's case after it has filed its grounds of appeal or reply

The discretion shall be exercised in view of inter alia
—the complexity of the new subject matter submitted,
—the current state of the proceedings, and
— the need for procedural economy
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Rules of Procedure - Late filings

e Article 13(3) RPBA

Amendments after oral proceedings have been arranged shall
not be admitted if they raise issues which the board or the
other party or parties cannot reasonably be expected to deal
with without adjournment of the oral proceedings
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Rules of Procedure - When applicable

Article 12(4)

|
| Article 13(3)
:
|

Article 12(2) Article 13(1)

>

Statement of Reply of Summons to Oral
grounds of appeal respondent Oral proceedings proceedings
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Late filings - New claim requests
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Statement of grounds of Reply of Summons to Oral
appeal respondent Oral proceedings proceedings

e The mere fact that a request could have been filed in the first
iInstance proceedings as such does not automatically lead to
the inadmissibility of this request under Art. 12(4) RPBA

e Waiting for appeal to meet an objection raised already
INn opposition proceedings is not admissible
— Against an independent claim T 339/06, T 1705/07
— Against a dependent claim T 23/10, T 144/09
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In 50% of all appeal decisions where the patent is revoked, admissibility of late-filed claim request is an issue (M. Nollen, epi info 1/2015)��T 339/06: The claim sets in opposition proceedings contained two independent claims 1 and 2; the entire opposition proceedings exclusively dealt with claim 1. The appellant (patent was revoked) filed in appeal proceedings after summons for the first time a claim set exclusively containing claim 2 as sole independent claim (without any good reason). This was considered a deviation of the appeal proceedings from first instance proceedings, which contravened the purpose of appeal proceedings as mere review procedure of first instance decision and which was therefore a reason for not admitting this claim.
�T 23/10, T 144/09: A dependent claim had been objected to by the opposition division under Art. 123(2) /100(c) EPC and no claim set had been filed remedying this deficiency though the opposition division had invited the proprietor to submit new sets of claims addressing this objection, a claim set meeting the objection and filed in appeal need not be admitted under Art. 12(4) RPBA.
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Late filings - New claim requests
Art. 12(4) RPBA

e Filing a set of claims in appeal that is broader than the main
request in opposition is normally not admissible T 2075/11

e Re-filing in appeal a set of claims that was withdrawn in
opposition proceeding may not be admitted
T 361/08, T 691/09, T 1525/10

e Conclusion: Consider carefully which claim sets you file or
withdraw in the first instance proceedings
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T 2075/11 Broader claims in Appeal - Art.12(4) RPBA
Selbst wenn die Stellung von beschränkteren Anträgen im erstinstanzlichen Verfahren nicht als Verzicht auf eine breitere (z. B. erteilte) Fassung zu werten sei, so verstoße die Zulassung eines solchen breiten erst im Beschwerdeverfahren eingereichten Antrags gegen die Verfahrensökonomie. Artikel 12(4) VOBK sei genau dazu vorgesehen, eine solche Situation zu verhindern
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Late filings - New facts or evidence
Art. 12(4) RPBA

Prima-facie relevance test

e A document filed late in opposition-appeal proceedings
may be admitted by the board, in particular in a situation
where it is prima facie prejudicial to the maintenance of the
patent T 2542/10

e A document is filed late also if it is filed with the statement of
grounds of appeal
Hence, if this document is not prima facie relevant, it need not
be admitted into the proceedings T 2020/09
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Late filings - New facts or evidence
Art. 12(4) RPBA

New submission as a reaction

e The submission by an appellant of new evidence in the
statement of grounds of appeal to overturn the appealed
decision iIs to be considered as a normal action of a loosing
party and thus is admissible T 295/08

e If an opponent, upon filing an appeal submits a new document
as a reaction to amendments filed during or shortly before oral
proceedings in opposition, the document is not late-filed

T 736/99, T 241/10
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Late filings - New claim requests

Article 13(1) RPBA

: E Article 13(3) E
L Article 12(2) E Article 13(1) i

Article 12(4)

Statement of grounds of

appea

Summeons to Oral
Oral proceedings proceedings

e 'Complexity' = complexity of technical content or procedural

complexity

T 316/08

< The later a new claim request is filed and the less clearly
allowable 1t is, the smaller the likelihnood of admittance

T 754/01, T 1033/10
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Example of procedural complexity: �T 316/08: Amended feature is taken from the description, has never been relied on or even discussed previously at any stage of the opposition or appeal proceedings, and was not taken into account in any searches. 

R 16/09: The three criteria mentioned in Art. 13(1) RPBA do not constitute an exhaustive set of criteria which must be cumulatively met for late filed claim requests not to be admissible.
- complexity of the new subject matter submitted,
- current state of the proceedings and
- need for procedural economy
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Late filings - New claim requests
Article 13(3) RPBA

Article 12(4)
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Statement of grounds of Reply of Summons to Oral
appeal respondent Oral proceedings proceedings

e |t is at the board's discretion to admit claim sets filed after the
summons for oral proceedings Art. 13(3) RPBA

e To exercise this discretion it has to be considered whether it
can be expected from the board and the other parties to get
familiar with the content of the claim sets before the date of
oral proceedings T 427/05
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Example of procedural complexity: �T 316/08: Amended feature is taken from the description, has never been relied on or even discussed previously at any stage of the opposition or appeal proceedings, and was not taken into account in any searches. 

R 16/09: The three criteria mentioned in Art. 13(1) RPBA do not constitute an exhaustive set of criteria which must be cumulatively met for late filed claim requests not to be admissible.
- complexity of the new subject matter submitted,
- current state of the proceedings and
- need for procedural economy
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Late filings - New facts or evidence
Article 13(1) and (3) RPBA

e A new inventive step attack on the basis of a new closest
prior art document (the document was already in the
proceedings upon filing opposition, but not as closest prior
art), made for the first during the oral proceedings before the
board, is not admissible pursuant to Art. 13(1) and (3) RPBA,
since this attack raises complex new issues that cannot be
dealt with at the oral proceedings

T1761/10
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Influence RPBA - Summary

e New facts/evidence or claim requests most likely will be
admitted if truly filed as a reaction to a new submission by the
other party or the board or to a point raised in the opposition
proceedings for the first time during the oral proceedings

e There may be a chance that new facts/evidence are admitted
If they are really prima facie relevant

e In the same way, new claim requests may be admitted if they
are really prima facie allowable
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Influence RPBA - Summary (2)

e If new facts/evidence or claim requests are filed after
the grounds or reply thereto and the new facts/evidence or
claim requests raise new issues the other party has not had
sufficient time to react to, the new facts/evidence or claim
requests most likely will not be admitted, in particular if filed
after the summons
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Better analyse case carefully to identify most likely scenario and to file one or very view requests / facts / evidence for this scenario rather than not analyze case carefully and spending time to daft all kinds of requests / file all kinds of evidence for all kinds of possible scenarios.
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Impact of RPBA on Decisions

e Number of cases before the boards of appeal where in the
'Reasons for the Decision’ reference is made to Art.12(4) RPBA
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Impact of RPBA on Decisions

e Number of cases before the boards of appeal where in the
'Reasons for the Decision’ reference is made to Art.13(1) RPBA
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Impact of RPBA on Decisions

e Number of cases before the boards of appeal where in the
'Reasons for the Decision' reference is made to Art.13(3) RPBA
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